REMARKS 

Applicant submits this response to the Office Action mailed September 30, 2009. 
Claims 1-10 have been rejected. 

Claims 1-10 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 1-10 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. Claims 1-3 and 10 arc rejected under 
35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 5,655,085 to Ryan et al. Claims 4-9 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Ryan. Claims 6 and 8 are 
objected to as being dependent upon a rejected base claim, but would be allowable if rewritten 
in independent form including all of the limitations of the base claim and any intervening 
claims. 

Rejection under 35 USC 101 

Claims 1-10 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Applicant has amended independent Claim 1 to recite 
that particular steps are performed by a computer. Applicant respectfully asserts that support 
for this amendment is inherent in the present application when considered by one of skill in 
the art. One of skill in the art would recognize that the recited method would be impossible to 
perform without the use of a computer, given the number of factors and amount of data that is 
involved in calculating the value index. Thus, the implementation of at least the calculating 
step by a computer would be readily understood by one of skill in the art to be inherent. 

With these amendments, the claimed process is tied to a particular machine and is 
therefore patentable subject matter. Applicant respectfully asserts that this rejection is 
therefore overcome. 

Rejection under 35 USC 1 12 

Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The Office Action states that Claim 1 "is indefinite as it is unclear 
how Applicant is comparing two insurance products using different measures, i.e. a standard 
value of one product versus the index value of the other." 
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The use of a standard value and an index value are two ways of assigning a numerical 
value to a complex product. This is explained, for example, at pages 7-8 of the present 
application. As explained at pages 7-8 and as recited in amended Claim 1, the standard health 
insurance product (which may be the current or incumbent plan, but any health insurance 
product could be selected as the standard) is assigned a standard value (which is explained in 
the specification as being a value of 1.0). The alternative health insurance product (i.e., the 
product to be compared against the standard product) is assigned a value index. Amended 
claim 1 clarifies that the value index is the ratio of the expected premium cost to the actual 
premium cost. Thus, each insurance product is assigned a numerical value that may be used to 
compare the two products. 

Applicant respectfully asserts that Claim 1 , as amended herein and as read in light of 
the specification, clearly recites how the two insurance products are compared. Therefore, 
Applicant respectfully traverses this rejection. 

Rejection under 35 USC 102/103 

Claims 1-3 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by Ryan. 
Claims 4-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ryan. Applicant 
respectfully traverses these rejections. 

Ryan relates explicitly to Universal Life Insurance ("ULI"). In contrast, the present 
invention relates to Health (aka Medical) Insurance. The two products are much more 
different than similar, such that a method for comparing ULI products would not work for 
comparing health insurance products. ULI is a variant of Whole Life Insurance that features 
greater flexibility of investment options and coverage modifications. ULI is a multi-year (life- 
long) contract/investment vehicle, while health insurance is with rare exception purchased for 
a one-year term and never for life. ULI is generally purchased as an individual product and 
Ryan evaluates it as an individual product. In contrast, health insurance is most often 
purchased as a group product and many features of the claimed invention pertain explicitly to 
the resulting group dynamics. ULI provides indemnification for a single, discrete, catastrophic 
and unpredictable event. Health insurance policies are generally characterized as services- 
incurred or pre-paid (e.g. HMO) policies that cover a wide variety of services large and small, 
predictable and non-predictable. ULI directly indemnifies the beneficiary, and cost-sharing of 
covered benefits is a foreign concept in ULI. Health insurance makes payments to providers- 



of-service other than the beneficiary, and most benefit payments are diluted by cost-sharing 
features (co-payments, co-insurance, deductibles, and out-of-pocket maxima). Analogous 
member-pay features are entirely absent in ULI but for health insurance they are major drivers 
of quality ( expected cost) and they figure prominently in our methods and claims. 

Because of these fundamental and significant differences between ULI and health 
insurance, Ryan's invention would be useless to evaluate medical insurance and the claimed 
invention would be useless to evaluate Universal Life Insurance. Ryan simply does not 
disclose a method of comparing health insurance products as provided by the claimed 
invention. 

Furthermore, there are substantial differences between the specific claimed features of 
the present invention and the method of Ryan. For example, the term "value" as used in Ryan 
refers without exception to one-dimensional cash value, in the same sense that a bank account 
or stock certificate has "value". In contrast, the claims of the present application clearly 
describe a value measurement that is two-dimensional, i.e., relates quality (expected cost) to 
cost. 

Importantly, there is nothing in Ryan that discloses, teaches or suggests the calculation 
of a value index that is the ratio of an expected premium to an actual premium of an 
alternative insurance product, as recited in amended Claim 1 . Since Ryan does not disclose a 
value index as recited in Claim 1, Ryan cannot be said to disclose using a value index to 
compare two different health insurance products as also recited in Claim 1 . 

As Ryan does not disclose either (a), a method for comparing health insurance 
products, (b) the calculation of a value index that is the ratio of an expected premium to an 
actual premium of an alternative insurance product, or (c) the use of such a value index to 
compare health insurance products, as all recited in amended Claim 1, amended Claim 1 is 
therefore patentably distinct from Ryan. Since Claims 2-10 depend from independent Claim 
1, these dependent claims are also patentably distinct from Ryan for at least the reasons 
described above. 
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In view of the foregoing remarks, Applicant respectfully submits that all of the claims 
of the present application are in condition for allowance. It is respectfully requested that a 
Notice of Allowance be issued in due course. The Examiner is encouraged to contact 
Applicant's undersigned attorney to resolve any remaining issues in order to expedite 
examination of the present application. 

It is not believed that extensions of time or fees for net addition of claims are required, 
beyond those that may otherwise be provided for in documents accompanying this paper. 
I lowever. in the event that additional extensions of time are necessary to allow consideration 
of this paper, such extensions are hereby petitioned under 37 CRF § 1.136(a), and any fee 
required therefore (including fees for net addition of claims) is hereby authorized to be 
charged to Deposit Account No. 50-2127. 
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